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yapy ,1999 Xmo 12 ovn DELTA LINGERIE /s THE TEA BOARD 9ya
90 MOYVNN MDD PNYD 75 NMYTA

" WHEREAS the opposition is regarding the
following products: " clothes, shoes, hats';
And the earlier trademark was registered for
thefollowing product: " Tea" .

WHEREAS the " clothes, shoes, hats' in the
disputed registration application are
understood to be finished articles of clothing,
to be used to cover the human body in order
to protect it against various elements or to
decorateit;

And the products are not according to the
evidence, of the same nature, function or
purposeasthe” Tea" of the earlier trademark
cited, which is understood to be tea leaves
picked young and dried for a drink prepared
with infused tea leaves;

And they also produced by different sources
(the former by clothing industry, the latter by
a tea plantation), and also do not, contrary to
the claims of the opponent, use the same
distribution circuits (clothes shops on the one
hand, specialised tea shops, specialised
shelves in delicatesses abd food shops on the
other hand);

And that contrary to what the objecting
company claims, it is not enough for it to be
likely for the products to be frequently bought
by consumers during the same period and for
them to fulfill primary needs in order to
declare them to be similar, as the products
have the characteristics that were previousy
pointed out that clearly distinguish them.

WHEREAS, finally, the opponent's argument
referring to the common evocation of India
that may result from the opposing trademark
is ineffective; and in fact, supposing that the
evocation is established abd perceived by the
everagely careful and educated consumer
whom we should refer to, the opposing
products are so different, as has previously
been proven, that there can be no risk of
confusion between them."
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WHEREAS, consequently, the disputed
registration application describes products
that are not similar to those of the earlier
trademark cited, as no risk of confusion

regarding their origin has been established.”
[ ,7Pn2 NPX NYXYTNN]

MINAVY NVINNA NMYOLNN MDD NTY MNPDIN NN 1YY D) NIND NN NT PIYD
OFFICE FOR HARMONIZATION IN THE INTERNAL ,97nn0 93202

X Py mna annT wvny  ,MARKET (TRADEMARK AND DESIGNS)
Y200 MMMV ,283/2000 190N NVONNA IAITH .DNYY OITTY OMNX PA MTININ

IN129Y 23 ovn ,Delta Lingerie’s Tea Board India ,B 98428 19010 myTnnn
: 2000

"In this respect, the comparison of the
products concerned by two opposing marks,
I.e. 'tea’ for the earlier mark and 'clothing,
shoes, hats, lingerie' for the disputed mark
indisputably established that the products are
not of the same nature, that they are not for
the same purpose, or the same use, and that
they do not come from the same places of
production and do not have the same
distribution channels. The products are
therefore in no way identical, smilar or even
related.

In conclusion, asthe productsin question are
totally different, there is no risk of confusion
by the average consumer in the different
countries _where the earlier  mark is

protected.”

[2.0,7P02 PR NWITNN]

ANDN 13203 99N OV DIV

YN INDN PDP0I XN DY DIY MIVON 111 SNNSD NNNND NIWN NONY
PNIN AN OHYA NN DPN D9 YY OND DIDD D NN N MIINN
SOINNPN

123°)¥2 11)D) OMDN YIND ITINNNIN DIPN OV DY P2I9MIN N1NI D 1ONM IV TSN
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“Itisonly when a geographic mark isused as
a descriptive term that the law requires proof
of secondary meaning. When a geographic
term is used in an arbitrary manner, taking
into consideration the nature of the goods or
services in issue, no secondary meaning is
required. For example, arbitrary uses of
geographical terms would be NORTH POLE
for bananas;, SALEM for cigarettes;
ATLANTIC for magazines; ENGLISH
LEATHER for men’s after-shave lotion; or
ARCTIC for ice cream. Whether the mark is
100 percent fanciful or arbitrary of whether
the mark merely suggests some quality, is
irrelevant. In ether instance secondary
meaning is not necessary. Also falling within
the arbitrary use category are geographic
terms with sweeping, all-inclusive meanings
that do not suggest the place from which the
goods come, such as GLOBE or WORLD.
Such terms are really not geographically
descriptive to buyers at all.
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In order to determine whether or not the

geographic term in question is descriptively

used, the following questions are relevant:
(1) Is the mark the name of the place or
region from which the goods actually
come? If the answer is yes, then the
geographic term is probably used in a
descriptive sense, and secondary meaning
isrequired for protection. If the answer is
no, then the geographic term is probably
being used either in an arbitrary sense or
in a misdescriptive or deceptive sense,
depending upon the probable reaction of
customers.
(2) Is the geographic term likely to denote
to reasonable buyers that the goods come
from the region or place named? If the
answer is no, then this is evidence of an
arbitrary usage. Some standard of
reasonableness is necessary in gauging
the probable reaction of consumers. Very
naive or uninformed consumers may think
that ESKIMO PIES are made by Eskimos
or the NORTH POLE cigarettes are
actually made at the North Pole. Such
absurd reactions of marks to be labeled as
deceptive.
(3) Is the place or region named noted for
these particular goods? If buyers don’t
really care whether the goods come from
the place named (and in fact they do not
come from the place named) then this is
evidence that the mark isbeing used in an
arbitrary sense. But if the geographic term
is likely to lead buyers to think that the
goods come from that place, and the place
is well known for these goods such that
this is an important inducement to
purchase, then the mark is probably
deceptive and cannot be registered or
protected. For example, use of the mark
DUTCH for ink made in America would
not be deceptive, but merely arbitrary
usage, while use of DUTCH on domestic
cheese would be deceptive.
In using a geographic mark on goods that
do not come from the place named, the
user must navigate carefully between a
mere arbitrary use and an outright
deceptive use. Everything depends upon
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the likely reaction of buyers when seeing
the mark on the goodsin question. A well-
known example of a geographic term used
in an arbitrary and non-descriptive
manner is the mark DUTCH or DUTCH
BOY for paint. In holding that these
marks are used in a “fictitious, arbitrary
and fanciful manner”, the Ninth Circuit
in the National Leade Co. case stated.

Of course the word “Dutch” is capable of
being used as a geographical term. If used
to indicate a product made in Holland or
by some Dutch process, it could be a
descriptive term...

Here there is no likelihood that the use of
the name “Dutch” or “DutchBoy” in
connection with the appellant's goods
would be understood by purchasers as
representing that the goods or ther
congtituent materials were produced or
processed in Holland or that they are of
the same distinctive kind or quality as
those produced, processed or used in that

place."
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"In the practical application of these
criteria, the various factors can be
assessed along the following lines.
Whether a mark is famous or well-known
or not is a question of fact. A case-by-case
approach should be adopted as each case
will  depend upon its own special
circumstances. The variances between
industries, product and service sectors, as
well as the complexity of the extended
international marketplace, require a list of
factors to be considered. It is unlikely that
any one of them will be determinative. The
circumstances of a given case may dictate
that a certain group of factors may be
more important for consideration than
others. Strong evidence in respect of some
factors may, for instance, compensate for
a weak showing with respect to other
factors. In sum, the overall picture that
emerges from the totality of the evidence
will determine whether a mark is
considered famous or well known in the
marketplace. [...] In general though,
judging whether the mark in question has
achieved a famous or well known status
will be fact-sensitive inquiry. The
probative value of the evidence presented
by either side on each of these factors,
which are susceptible to evidentiary
disputes, will depend on the quality and
guantity offered to the factfinder. [...]
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