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"Names Of Deceased Famous
Individuals or Defunct Groups

8. In these circumstances the name is
more likely to be seen by consumers as
merely an higtorical _reference to the
subject matter of the goods or services,
rather than to the trade source of the
goods. However, each such case must be
judged on its own facts taking account of
the length of time that has passed since the
person concerned died, or the group
became defunct, and the relationship (if
any) between the goods/services in the
application and those associated with the
dead person or defunct group. A team
leader will be involved in each case [...].
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Section 3(6) - Bad Faith

10. Where third parties apply to register
the name of a famous individual or a
recently deceased famous individual an
objection under section 3(6) of the Act
may be appropriate. However, this will
depend _upon _whether the application
covers goods and/or_services with which
the famous individual is associated. For
example, an application to register the
name of a famous fashion model for
"clothing" or cosmetics’ would be liable
to an objection because it is an abvious
attempt to take unfair advantage of the
person's reputation. Conversely, an
application to register a name [which
corresponded to that] of a famous fashion
model for " agricultural machinery" would
not, prima facie, be liable to a bad faith
objection. However, the application may
still be successful opposed, under section
5(4)(a) of the act, if it can be proven that
that use of the mark could be restrained

mwyTtnnjunder the law of passing off."
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The Trade Marks Registry Work Manual y72wY >v»an owan MmN

S YIPYTD M 62 nya ,(Chapter 6)

"[...] The deciding factor is whether the
sign is likely to be taken as an indication
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that the goods/services are supplied by or
under _the control of the person whose
name it is, or whether they will smply be
seen as goods/services about _the person
whose name it is, irrespective of trade
origin. [...]"

[P0 YR MWITHN]
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" What they do claim is an active copyright
protection and licensing regime. But so far
as | can see that relates to reproductions
of Picasso's painting and has no bearing

on theissue before me."
[MPRa PPN NWITIN]
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"Prima facie the closer the goods or
services to the famous individual's area of
fame or expertise the more readily
sustainable an objection islikely to be."
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"...1 do not think it was the applicant's
intention to suggest the artist's name. The
most that can be said is that the name
Picasso may be said to provide a
convenient reference to the nature of the
goods or services [...] even assuming
(which is not certain) that a phonetic
rendition produces 'Picasso’ or something
equivalent | do not consider that any one
would have cause to think that it was
descriptive usage. [...]"

Elvis 1ya 5057210 195¥0 VaVND M2 NVONN KON 17IV>I122 DINNA NY>AN 1IN
Elvis Presley Enterprises Inc v. Sid Shaw Elvisly Yours [1999] ,Presley
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"Third, the fame of Elvis Presley was as a
singer. He was not a producer of soap.
There is no reason why he or any
organization of his should be concerned
with toiletries so as to give rise to some
perceived connection between his name
and the product.”
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13" Sweet & Maxwell nxsina ,Law Of Trade Marks and Trade Names"
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"...the "Elvis' case was unusual and
highlighted well the problems in this area,
but should not be taken as authority for
the proposition that the names of
celebrities (whether living or dead) may
not be registered as trade marks."

NONNND W O myon N NN Elvis Presley p1 pooa nnmv nawn myv

NN NONNY NanY MY NN AWK (character right) 7nPYOra MOY NP0
TPYIY IN NNODNNNN MNTIY NIN DY, PY N2 PAD DN MM NIDT P2 NNINND
IN DY .(PIVA NNV VIDY D30 1PV NNY L1200 IN) DIV NNRY PYYNn nnn 1957
ND NINW N 0N 7PN DMION DX IDARY NI I PT PO NINNN NYINNN VP WA
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"Monopolies should not be so readily
created” .

9901 INDN DD DIV NMITHNNY YaN 1999 X012 12 DYN V312N DYWIN NVONNI
NINON DV NNNINN IP MY NUNNY L3 NI DOMPYW/PIVY L Jane Austen 2117532
7°2N52 MPIYNNM ,PIDA SV XY NIYITN NINDN DY DIDIAN YD ,INN) NN
NOY AN 7MY TR0 DY NI¥NY DNOV MITOL 1TH JINTPN P KD NN
0’27 DX NIN INNINN )IP .2 PRY DXIWIN DNNIND 1IP MDY PWanna
,MNN9N PPPINN ,DX99D , DXV ,NPID ,DXIPD DN ,NINDN N2 NPONY
199¥ 3, DOYINWN DN YD ,NIYV DIVIIN OWPIN LTIV NPDIN DD, T 1M MIPYN
OV ITH D WM KD ,ONINND NN NINDN DY NX XYNN DYVIL WD
T2 95 Y32V VAN DYIN ,NT PNIYA .NINDN DY NNXIND 1IPN )PV 1NN PINNY
T2 2T TY YIN XD NIMDN DY DIDION ,DIVOIN OUPIAN NYTY Q0N .aNNN 1ON
¥ ,¥21P DYIN INKY IXINN DDX NIN,NINDN POLINND D)2 1NN NN W 1INV
YIND YTIN NN, NPIVINIVI NPIVNDIP MININAD WP DIV M KD DTN NINDD
NNYY NN K2 5D DTNINNAN NNYY .NTINNN NN 92170 ¥ Y2921 NI DINININ
2079270 DWIN YT DY INTI L(NXRIID NPY MDND 137) INDN D0 DY NINDN HY

IMD NTHRYNY NNYIIN ONAY YT IUN DININA PRY I

10

.39

40



INDNN 2ID>0) DINHXTHN ,D20IV9N DV

DY PN KD DAY ,PT NIPNI MTNPHN MDOIN HOXAY N PVMIIN DYIN NYTD
MTHNNN ,DXTNNNN HIX IWUND IN INNN MIINI NINDN DYA NN VIV
NDY VTN NNOWN DY) YD DWA YINOWA 921N 0D DTN APy D) NNY NP
NONTI \TIVY TINAN ,MOIND PIY IND) DIMD DY 17 79010 MY 12 Piva 91210
927N .ONOY NNNDN NPND XONN DV VNRNUND DYDYY (NVONNA MDD PIvd

YN Y)Y YPON YD N2YON APY DIWAIN YDA P Hyw pV>aN PNy 3(1)(b) Pyoa
YN TN DIMP .2 YINIWI KNI TUN X1 2T DY VINOWN NINNIND ,PNan
NNY NN IWN,"Austin” DwUn NNN 7292 PNTHY MK DY DINATVLN 1902 DWW 400

.DIVIY URNN DYDY LN

MNHNNA MINIPIN MMDIY NOINT PR YD NN NNNIN NYTN NNV, MINIIN IOPY

DTN DY NYIDY MonN»nnin MMt 3 ,Publicity Rights” (37n9x8a Swnd) ornx
TIODNN (DN NOHN) Y9995 02 DINNNN IMNT MY DY MNDN I8N VYYD
£33 99201 768 /1Y 171901 Y0P

"Under English law, there is no right of
personality as such, or indeed a right of
privacy. But as pointed out by Laddie
J.:" To stop the use of the whole or part of
[a person] name by another [that person]
must show that as a result of such use, the
other person is invading some legally
recognized right". Recent cases have
illustrated the difficulties with protecting
such names or likenesses under passing
off and trade mark law."
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" Personal names used as trademarks are
generally treated as descriptive terms,
since a name might be regarded as a
convenient description of the fact that the
individual was affiliated with the firm.
Abraham Zion Corp. v. Lebow, 761 F.2d
93, 104 (2d. Cir. 1985). As with all
descriptive marks, they are thus protected
"only if, through usage, they have
acquired distinctiveness and secondary
meaning." Marks acquire secondary
meaning when "the name and the
business have become synonymous in the
mind of the public, submerging the
primary meaning of the term in favor of its
meaning as a word identifying that
business” See also J. McCarthy,
Trademarks and Unfair Competition, §
13:2 (2d ed. 1984). Words which are
"primarily merely a surname” may not be
registered without proof of secondary
meaning, proof that the mark "has
become distinctive of the applicant's
goods."

M2 NN NNMPN DIDIAN MDY ONN ,NYRYN DY YTHNNN 27NIN G0N PT Poaa
United States Court of 92 T3 DT Y .PYIPY D) NYNND TN ,0TR DY N

N2°0)0 YY NHYa 010190 MY on»nn XM ,Appeals for the Ninth Circuit
PIN PO (MINOP NPTH MMINNI DIDIDN MIT) NOY NN VIV DV MINT

The Diana Princess of Wales Memorial Fund v. Franklin Mint company

N NPRY PR MDY RO DIDIDN MDY 2D ¥ap) , 1999 U.S. App. LEXIS 34568
N2 NN PIND 29D 1D ,DIND DN PN DYNIND .IIMNIOP NPTNI IYNND
NNV 7DIDI MDY NNMP L (71°V272) 1IN NMINYT NN NN DV PIPN NN
NYIND ,MUYD INHNN N DN ANT .IINYP NPTH SPIN NN NNOY YT, NV
VNND NN DIV MIT XHYW OXTN 1MV NHMP KD 11D DIV MNY
MINY Y5 ,¥aP) DMIYIRD NMYVLNN MDD NX LVIYNN M PO PTN PO TwHNNa
)2 105 .9PHNNNHINN DX PAIVY WY DIWND WO KD NNMPONIY MIN DT DINIONY
51192 NMYLN DY NITY PN D DTN NND YD PNPIIIRD DINYIYY VAVYNPN N Yap

Franklin Mint n92n S y2°00v >N, 00N PIPYOINYIY DY MTY PN YD), 0010001 2
DXPNT DN 91 NHANN MMPY .NDX0IN DY PV DNNIND 1IP MMDTI YN9 XD
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