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Stix Products, InC. v. :5un¥ N9 .0m Y
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PINN 7Y AP D90 (19 AN YN) NN DY NXRI N HIPINVPL GOV VIDIWS
ANPNN NNAY SN 1038/02 (W1) NN NN 1D D ;966 ,(1)2002 NHR-PN J0»PN
PT POAY 8 1y ,7antn SN NTYON — DAY’ SaN 73 197¥a MTYON N (1997)

DD DY) 2004 72HVIDA 9 DN

NP2 ,270IN HYNY 1O DY ayn MININA D) N NPIMLVPY NPYN NNIN .25
Trademark Manual Examining Procedure (TMEP) - Third Edition,
PYDI,INDN MO NIMAIAD KN MXMN Y ,(? TMEP” :99n5) Revision 2, 2003
95918 1209.01

"With regard to trademark significance
matter may be cateqgorized along a
continuum, ranging from marks that are
highly distinctive to matter that is a
generic_name_for_the goods or_services.
The degree of distinctiveness — or, on the
other hand, descriptiveness - of a
designation can be determined only by
considering it in relation to the specific
goods or services./...] At one extreme are
marks that, when used in relation to the
goods or services, are completely arbitrary
or fanciful. Next on the continuum are
suggestive marks, followed by merely
descriptive matter. Finally, generic terms
for the goods or services are at the
opposite end of the continuum from

arbitrary or fanciful marks. **
[MPN2 NN NWITNN]

Union National Bank of Texas, Laredo, Texas v. Union National y7 pooa .26

Bank of Texas, Austin, Texas, 909 F.2d 839, 1990 U.S. App. Lexis 14849,

90Ny United States Court of Appeals »9a yymvw 16 U.S.P.Q.2D (BNA) 1129
:dD

"[...] To determine whether a word or
phrase is protectable, it must be
determined into which category, (1)
generic, (2) descriptive, (3) suggestive ,or

14
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(4) arbitrary or fanciful, the word or
phrase belongs./...]

The significance of assigning a word or
phrase to one of these categories is that
the assignment determines whether or not,
or in what circumstances, the word or
phrase is eligible for trademark protection.
Generic terms are never eligible for
trademark protection. Descriptive terms
may only be protected after proof of
secondary meaning, and suggestive,
arbitrary or fanciful terms are all
protectable without proof of secondary
meaning.[...]."

Abercrombie & Fitch Co. v. Hunting World, o» nx1 270983 1900 ymind
Soweco, Inc. v. ;(nnawn nvwi9a oy 1ovn) Inc., 537 F.2d 4,9 (2d. Cir. 1976)
.Shell Qil Co., 617 F.2d 1178,1183 (5" Cir.1980)

P09 NMINAY 1N ,59NY TO YN PYN NPINVPY DNNOON NPIYN TN PONINL ) .27

Philips Electronics NV v. Remington Consumer o»0va vawnn nda bv 17

S NPIIND DY DIV MDY NN Nx Products [1998] R.P.C 283, 301
:INVYNNA T2 NN 201 Jacob VYN 25 .NPNNINN PN DY DINXD

"There are degrees of descriptiveness
ranging from skilful but covert allusion to
the_common_word of the goods. On the
scale of descriptiveness you come to a
point when a word is so descriptive that it
is incapable of distinguishing properly,
even if it does so partially. [...] And
likewise the mark is then devoid of
distinctive ~ character. Other less
descriptive, words may not be in that class:
they may, given use and recognition as a
trade mark, come in substance to say: here
are the goods of a particular trader. Such
words become trade marks "*by nuture, not
nature' to use the happy conjunction of
words borrowed from other fields of
learning [...] What I have said about word

marks is true also of picture marks. [.../"
[P NYPNX NVITNN]
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10IW97 D29YD 02993) MNY ONND

VYYD VLOVYNN P2 DY PT OPDY NYHVYN ,DININ DY DT IND NANY NN M2 .28

MYY PPN ,NNINIY IUN DN WDNY MNY MYT P2 2W»D) MDD 1IN DY NN

, DN MNYY DM MNY P2 MININD DX DTN .MV DY NNX THN MPa

92YW DYTINNN TANX 9,7 .0IWID DIND) D) MNY DRN NONYY 9ONID 19INI)

IMTHYL NNXRID NOIMNN ,LIVYNT N2 DY NINK NYIAP DY THNONY N2 IND
291W NPYNNa

315 'y .NTIPAY 8 PYD MNNNA ,ATON P2 NN VMWD 2D MT HYYPp nwia .29
:NYIP NN PT PO

N3 ,0U97 5Y 23 N ANDAA IIVPUR”
SPYE L INON 0 SY 1T 9373 DIIPAY
197 703 V) 1300 PHAN S9IN 105 VP ON
PPhAY IOIN VAL DA IIN AUNS YIIvs
599 5N IV P2 JIND 1BY (AIY IVPYn)
P3NV IOIN SYA NI YDAV 1 IV
U9 NIF 93 IININY TNSA Y0P TH IVH
SOINAY 53D ,7ON5) AUMNS It IIVpUn
13,7911 15 SVIIAIINA INUNIA PHIaA
279 BY 15 WA W03 95 1ML TNYA AN
DIIOY V2,75 .13V IIVOUNA DN IOV
ON , )15 MIt5 022139 DI0H DIIVI DIINY
(1944) 1095 150 :/INY) 7129V SIWPDUM WY

IN 719V IIUns nwsw v TN (ALL.R
55 9opn 0 DIWIIS N NY ,ANIAY
13 01 TIPAT NI 37 13500 PPN IOIN
T WY 3T Y 1Y DIPWAY NILSAY 1Y
LNIA OY07 93 UV I DIN N80 99015
INUIAY PN TININ PIND v oy

:at 92 Kerly, supra, :/989.5%99 n5m)
"The effect of section 9(3) is that the
Registrar, in considering an application to
register a mark, must consider both its
inherent adaptation (i.e. aptitude) to
distinguish and also the extent to which it
is shown by evidence (if there is such
evidence) to be distinctive: so that if the
mark is inherently ill-adapted to
distinguish the goods of any one trader
(as, for instance, almost all word marks
not falling under section 9(1)(c) or (d)
are), he must balance the one against the
other. In extreme cases, the inherent
unsuitability is so strong that no degree of

16
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distinctiveness in fact can counterbalance
it, so that some words are totally
unregistrable."

IWIT )N D NOY DX D) TUN DM PV D NYIAP 1NN NVMNVN 2D, NIINK DN
9951 NHN NYIIRYN YN D510 N2 DINNM 1N XD ,117IW MIVIYNII PHAN YN

MDD DIVID DMIYI MNYN OND NYIIND PYN VYN 72D )T NNOYN NYIN
: 943,944 'ya yap DMI)N MNY IONMNN .INDN

NI — D292 IOV — ANVUNIA IV 933”7
IOV — 792U PIVVPA 233 ; ANNE 553 1912
D29903) 1913 AVYY ANNG 1919 — O INS
[oe.] ;00997

YO SY MINN O ANY WNI A3 12
MIPOPA A5 DINIY I ISPIID5D
IR IN DA NI 2 029920 IOV 15990 DANA
I DAY MPYA IN DI TNV PN
Christopher Wadlow, :x9 , v minors
The Law of Passing-Off (Sweet &
»93) o Maxwell, 1995. 2nd ed), 386-389
oYY .Y N32) SU AINYA N5 INIT IPN
12V 3930 OV 5Y UINYAL INIP OIN PN 9377
07299 INNS W8PPI 02PN 59 SV omat
5 0IPVAS 531 NI PT-TNY D10 opva
PN AIPP NI DIV 1M 7PT DI
Hoii] 75097 3310773

DYN , 200 YNNIAN ONITHN NN TYR ,00)) MNY D YAIP PYN VYN 2D NI

NN DO PPN NDMIN YD MYV ,2IV2AN NYPIN NINRI N NYIIPA .DIWAID DN
22990 MYIN INININD PRY I

NOVNVWN 123 HW NPT PO NXIN MY IWPNA PIINY NN YPAN IMN SWOWN PTI Poo
DOIWNN ATONY NI L) JANY ANT VI MNPN NPT 3559/92 Nrya woa
29 OPA ) PTN PO L(7ant I NwI9” 1PNY) (DDMD DIV) /AN VNIDA

A YAPYTI NLAWN 20 NYIP 12 1Ny ,2004 120VODA

IV DIP0 TUN 09930 SV , 199 73”
VNS ON0Y INDH OINNI DPOIWA SN
TN 719)15 91902 , 0N 1IN DO 0 D299
vy ovH 25 N3 0H3a 029N DO29903
1235 1993 Y3 A0 IS TPTIN IIVPUH
N1 D007 , At DI203 O) 009090077 2207
oINNa DIMY O3 Y ONIST VI
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IN PIIN YN ,DMINDND MNRYY THIIN NN 1799 2771 VIV NYIAL YN NOMWN
55 .(11-12 aya NPT PO IND) 2NT DNNK YW PMISP MY Pa MINH ,M¥IP win
DMPRTI MNRYD .ONNHNA NMIPPRY DNNNA Y NOPPIY NHNY NN N¥1IP

18

.32

.33

.34

.35



INONN 2IND>0) OMNDXITNN ,030I09N DWI

I8N NNNA - OMINT OPNNONN MNYM ,INNA NANID NINNY 1D DPMPIVN
NTIPIN NYIP 1D ADINY PO SNMON .7PNIY MYHYN DY NHYP NOIN DN P ,IN»2
NMNX NHONDN N2 DTIPIN PAPNNONND PN DY NOYNIDN NNAP NDNNN N2
INNYN DIND DMP 7NPNNINN P DNMND NNY .NNID) DTN NYIAP NN ,NNAPN
WOYY DI — MNMPNT RINY DV PN INMN DY XIWD DpY OD DNT .OMVPHTH MNYd
N2NN T2 INTIN NIV MYNYN NOYa NN N OX NYT PITAY NN MYYD
NN TINAS on»nna “café"  nSmn MY NHma PIn NN Swnd | "kodak™
OO0 NXIAPA NNNN TPYAN NPNNOND VY DY NNPNRY YR KDY IIMIPIY
N NAY IR NI NN NDN ONX NYIAPN NONRDN MNP DOIOYD — NININD
NYI91 SVnd NN .OMY DNNIND NPID INMO ,TD TNND .IOP NN ,NINNN
01 NON 10 DIYIIY NWPa 2003 12DV 24 DN SNVINN NI 1D NI ;NYOIN
N MIRNND O¥DNN DINND 1D DY MNDA OMP DT SVP /MNyn”’ 122035
NN ROTY D0 .1 DN — THNNON 0) RO NDIDN NDNIY NNX RO NP .NPIN
DT .YNN DY ND INND XAN L2900 D90 NN INT PID NOD /OVT YN DIDNN 911N
IN 2NN DNNNNY DY XYND NPNA VNN DX IRNND /ONNONT DM NN D)
N LINDN IN ) NIN P0 DN NYIAPA THNNN DX IWYND NINMND YNPNINONN PN
7593)7 TONN ,NNTIN N0 THPYNRYN T NN TPNN PX2TND NINDN NN NIV
DN DX DM MNY 1D, NPINVP NIIND DXIMIX 1IN IR INNON TPNN IN
12 PINA,NNIIN NN INNON IN NN N9 DY 7IND 1IN ,INDN MNNI0I DD
DOYNYN TN PN NPDN I NI MM ,DIYAID NIV NN NP IR ,DMIPNN
-YNY2NN IYPNA NDMIN DY 1IN 1PMY MONMNN ,NNT NNYY D195 GN DXV
VYNNY T YOON NPNNOND PN DY IX VAN ONNNDY DY NMIPINI INDN
NYIDWY 1IN DY NOIND 1PN DY DYV VN MYNWYND ,)PNANN Y9IND NN SN

INNOIN DINYD TINND PPYNY TN DI ROHY ,70WID W NHMIND Y100

INDNN MNPO NTIPA 123D ,0%1DP0N NOYA 572 HY IMYL NN NN DIAPN ;M WpPna
DYDY ,DMVLINYIN DIXPYDN .OIRNND MNYY DM MNY P2 NN IV NIPN
DN NOYP RO ,NTIPAY (10)11-) 8 DXPYD DN ,OMPNNYLL DXTTNN DINNON

SYIPOTI DYNIP NYN DXPYD .ANNNRN MNIND

NIN 00D 1903 DIV IUI 0 PN (N) .87
MI07 5y SV IV 193 PPNAAY 279 13 WP DN
IIN Y3 — 19A5) OPINN SY pavA Ppas
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L9990 IN DIPIIN 111909 339097 11990 (10)
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High Court of -nYw Chancery Division -nn Jacob vaywn vannn nmyT ndxwa .37
,British Sugar PLC v. James Robertson & Sons LTD. y»ya ,noxna Justice
YT ,0m5 (”British Sugar nwv1s” :yond) 281 mya ,R.P.C [1990] -1 boMdOY

DIXMYD 1994 MHIVN YINRN PINN SV (1)3 Pyod 1(1) Py Paw onda Jacob vawn
SYIPITI DYIIP NONR

1(1) "In this Act a "trade mark™ means
any sign capable of being represented
graphically which is capable of
distinguishing goods or services of one
undertaking from those of other
undertakings."'

""3(1) The following shall not be registered
(@) signs which do not satisfy the
requirements of section 1(1).

(b) trade marks which are devoid of any
distinctive character.

(c) trade marks which consist exclusively
of signs or indication which may serve, in
trade, to designate the kind, quality,
quantity, intended purpose, value,
geographical origin, the time of
production of goods or of rendering of
services, or other characteristics of goods
Or services,

(d) trade marks which consist exclusively
of signs or indications which have become
customary in the current language or in
the bona fide and established practices of
the trade:

Provided that, a trade mark shall not be
refused registration by virtue of paragraph
(b), (c) or (d) above if, before the date of
application for registration, it has in fact

20
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acquired a distinctive character as a result
of the use made of it.”

YMIDN DN AWUN DNIMOD DY N0 ¥ OND ,NNMN TA0)N VWD 1NIXY DNUY NYNUN
IWOY DN DX NIRWY DY DY) PRY NIY 12102 ,9NDN 1IP0I DVIPNY "MINON
: 305 7¥2 DTN NN 1NN NXIN T IND DN PPN IN

""How stands the law on these findings? |
begin by considering the "not a trade
mark' point. Section 1(1) has two parts,
sign, and capable of distinguishing. Sign
is not in issue: a word is plainly included
within the meaning of sign as the
remainder of section 1 indicates. But what
about capable of distinguishing? Does this
add any requirement beyond that found in
section 3(1)? Section 3(1)(b) bars the
registration of a mark which is devoid of
distinctive character unless it has in fact
acquired a distinctive character. I cannot
see that the closing words of the first
sentence of section 1(1) add anything to
this. If a mark on its face is non-distinctive
(and ordinary descriptive and laudatory
words fall into this class) but is shown to
have a distinctive character in fact then it
must be capable of distinguishing. Under
section 10 of the old act, for a mark to be
registrable in part B, it also had to be
capable of distinguishing. But the
pickwickian position was that some marks,
even though 100% distinctive in fact, were
not regarded as capable of distinguishing
within the meaning of that provision. | do
not think the Directive and the 1994 Act
take this more limited meaning over.

Thus, capable of distinguishing means
whether the mark can in fact do the job of
distinguishing. So the phrase in section
1(1) adds nothing to section 3(1) at least in
relation to any sign within section 3(1)(b)-
(d). The scheme is that if a man tenders to
any sign of this sort without any evidence
of distinctiveness then he cannot have it
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registered unless he can prove it has a
distinctive character. That is all. There is
no pre-set bar saying no matter how well it
is proved that a mark has become a trade
mark, it cannot be registered. That is not
to say that there are some signs which
cannot in practice be registered. But the
reason is simply that the applicant will be
unable to prove the mark has become a
trade mark in practice — "Soap'" for
""soap' is an example. The bar (no pun
intended) will be factual not legal."

INPIINNN 190

I N9MY XIN 27NIN NN HHIN DRPIINND PIND 29 HY DTN DTy T35 .38
;P57 Non 15 U.S.C. §1052(e)(1) 9oyo .ov1n 8O

""81052. Trademarks registrable on the
principal register; concurrent registration
No trademark by which the goods of the
applicant may be distinguished from the
goods of others shall be refused
registration on the principal register on

account of its nature unless it-

@;...J

(e) Consists of a mark which (1) when
used on or in connection with the goods of
the applicant is merely descriptive or

deceptively misdescriptive of them, /...]"
[Pn2 NN NWITIN]

MNP0 TPANY MYNDN” NN NN PR NP DI ) Paom powm , TMEP -n .39

. TMEP-5 1209 P19 nxY ,05m SW Ny N»NIAS 91yN NN NN 20D [, INDN
INPYINND DWIN MINNN 92 IND DX NN N2 DY NNPN NPNAT NYN NN MIPY
:YIPOTO ON
IN TIRND O DY DY I 120D ON — DIYIIYY DTN /Y DIV .N
DIV 125 YI0N D NN P NP

D 12N NYPIANN N0 NN NITHIN PR DX D) — 12993 ©IWI XY NN .2

95 NN DN NN ,NOW NPIN HYA DY IR D109 INDHN MDD 1MA
DY PNYD DVIMDIN NDXN 2P NI INT MYNPYN ¥ NDNY YD MININD

DY qwna ,Orleans Wine Ltd., 196 USPQ 516 (TTAB 1977) oy nxA

.M2>791°97 0NV P21V N1y "breadspread™ nSMmn
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TN IN PYUNIN PN DI YPIAN OD DTN — N IN PUNIT WHRNUN
NN PYTINNY 191D ND INNND IN ) ONN NYHYA NHMNA WNNWND (VLDNMN)

NI DT PAYD PN NINNND NI 1T NN AN NDIM DTN NNV
National Shooting Sports Foundation, Inc., 219 USPQ 1018 (TTAB
"outdoor trade show ,"hunting" ,"shooting™ o>5mn D> v yap) ov ,1983)
9177 DINN2 P2V NAY DY M2 PR 1IN MINNH 0 and conference™

.D»NYN N9 NNN TIN VIO P T DY INDNI MY PINY

NYRY ,DMIINI DINNND DN NY MY NY DIDINN TUND — D2ANIVWN DI

VTN MINDHD DY N TN DNPN TUNRD P .NTIVIY NORY NN DTN DIV
PYINNN DY 1Y 2AIWNN IO DN DI TUND DIV DMWY P DN TP
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99 nNtY oxrNNa anoy 1209.01(c) Generic Terms prsn nna TMEP-2 .40

""Generic terms are terms that the relevant
purchasing public understands primarily
as the common or class name for the
goods or services. [...] These terms are
incapable of functioning as registrable
trademarks denoting source, and are not
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Bayer Co., Inc. v. United Drug Co.,, 272 F. 505; nx3 .73 ovwH D»win m3a73
.1921 U.S. Dist. LEXIS 1355
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Inc. v. Heraeus Engelhard Vacuum, Inc. 267 F. Supp. 963, 969-970

(W.D.Pa, 1967), F.2d 457(3" Cir.)
NP NN L7292 NONND NTIPI 7PON TINDNN NITHINN ,PPN 92 NPNXIN NPNIA2

T2) WINN DM DY 552 INNNNN TPNYON MNONNT MINN DAY ML WK MITHNY
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Liquid Controls Corp. v. Liquid Control Corp., 802 F.2d 934, nx3 Nt yyb
.938 (7™ Cir. 1986)

.D259¥ AP0 NNV 9127 NADN MR ,27NIND J2P0N NN DY NIV 21OUN N1HIDNI
.DMIPON MY DM ,TI DY NARY 3 7Y APON NMIAN DY NAT NTOPN NN NN

Zatarains Inc. v. Oak Grove Smokehouse, Inc., 698 F.2d 795 nx Ny payd
1983 U.S. App. Lexis 30159 217 U.S.P.Q. (BNA) 988

DOYIAWIND N NDVTHN DY VPN VYN ,)DPON NPNA DY YOV 2DYN NNDNI
M2 P2 IWPN DX TTIND ,)PNRTN JN2NY NN DOYONY DN ,NPIDITND NVIVI
NN NOYONY WATIN PNTIV YD L3005 1TYN 1N MIPYN IN I8N PAD 190N
INVPY INY MAIPNN PON NN NNNDNN DIDMINY 1IN ,IANY 27 NN PT WP
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N9 1991 793 awn Me-ticket” y»on ; F.2d 1017, 5 USPQ2d 1110 (Fed. Cir. 1987)
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Nyny Mice pak” yoon ; United Airlines Inc., 53 USPQ2d 1385 (TTAB 1999)
XY ,DP MXPYN NN MIPNNI VINOWY NP P9YNN MNIAY DV XD 1O 1))
Central Sprinklers Co., v. Stanbel Inc., 16 USPQ2d 1469 (TTAB 1990),
N PI¥NS 3 K3y "bundt” y»on ;aff'd, 20 USPQ2d 1319 (Fed. Cir. 1991)
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Northern Aluminum Products Inc., 777 F.2d 1556, 227 USPQ 961 (Fed.

.Cir. 1995)
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"3. Which of these other brands of sweet
— tasting sauces and toppings have you
heard of? Which others? Any others?"

£ 720N LYW Yap

Q3 I think is particularly valueless from
the point of view of trying to decide
whether the public perceive of "Treat™ as
a trade mark. It presupposes it is by
including the word "brand™ in the
question. It could hardly lead more."*

35

.76



INONN 2IND>0) OMNDXITNN ,030I09N DWI

NPTAN ,NMNN NONYA 920 NYINN ,7OWA” NDIMIN RN ,NOWIND ,PT NIPNa
YOV NPMIYN NORYY MAIWND NND PR D AP DY )00 NI »No2 MyTn
NN NN NN ON NONRYD SNWOD MSPYIPN DN 1N PRI Ypwn DO 9pon Hv
AND DN INDN YO0 7YYPNY NN

PANY DNOY DIMNXININ - "IN GPINT NMON DONSPH DXNNINI NNDN N VN
NON 7PLN I2ITI ,)D N .NNWNN NN DO MNYN MIRWYN IPNNN NIVN ONIN
YN N2IVNN NN T30 DYDAPN DIMNXIININ - "NINYN MDA DNIDN DIN NV
NRT RO NONYN MANND ,TO0 G0N .7V1PN”7 OV NN 92Y2 NYHY DNN NN NORYD
Sy NN ,NONY D52 (7292 TNNX MINWN) 7252 TAN 23570 MDY PPY MIORY NI
IV NNYRIN MIRYN MNDNN WD 5 .0IMNIIND 912030 WY nmn
PRYY .NNNNN DMIPNN DONYN 3-1,079PNN DINWN 2 MPIND DMIDINN IpDa
12,11 7nya 4% " NvI91 INDNN MNNOD DY 72D NVONN IR DXMIPNIN NPLN
ANVSNND

NNYP P02 TOWOVYM VYN MORYY MAIVNL NN NN NNMIX NI0N Mya
PO ININ NP NNN,INII DN 71PN NN ,02)P0N NOYA DY NNPN2
NIYN MORYD MIVNN O ¥ININ I KO N2 NN XY DX ORIV INTHIN
,DONNN J9IND TPON NN NNAY 7PN NININ I 2D 1ON» . TI0 WIYIN IPDA OWOUM
DN DY DMIDN NN TWIRY NN TY 1970 TUXR MIRY 1D POIND GN IOIN)

NNDINHN NI NN NI YN DY

PN DY MAIVNN YN NIV NNX NONY D8N 9P0 90N NY0OY 1% G 1T XD
DY NN 7WIPNY NDNN DY NNPNY TYUNI TNV NIVN TIXPITIRD NPND MNNIN
0239 N0 DY DIMN IN MNY IR . NN NIONRVN IND DN DNNDION NYYIA HY I8N
192> DT NDN NYRYI MAVWNY N0 NN 7199919 ANN (NPIVWIN NN ~INY) sy¥av
NONRY IN T NORY NI DYTTSN PAY TPIPWN NPIZNNY NIIVN 1NN 1T Y»OD

22N — PONRWI XD DT

NOV N2 NNMIND IUR ,DMINRINT MAWN RPNTY NN IRNIND ONPN )9INI
SV 121270 1230 MNYWID MPON PIONY N 1NN XRPNT — INYT NNN NNONA INID
DV YMPON DY NNX P NOW NPRY MPDN ,NDNN 293P VYPRY NNNN
NYYA SY HRNNYLI THIN WX IPON 2D MPONY MNINX YIN DY NNINN NND .INDINN
XN DY NN NI 7YIPNY NNNY THRDN NIN — 11D NI TONN NIN DINDION

NN OX ) DY NN — DI DY D DY IN DIDN NON

36

e

.18

.79



INONN 2IND>0) OMNDXITNN ,030I09N DWI

,NOTD INYNRIN NORYY DMPRIIND MAIVNND GO 12T NN THY ,2¥0 HNINY 95
36% VYR 172 NIN YN 0D YN L,WVIPNY NDMNN IR YPINY IDIND 40%
T2 9y MYANN ION NINSIN D 72D NN /P77 AN 16%-) 70223y N0 1T 2D 1IN
IVPNNN NPYN RINY 1IN ND OY "WIPNY NN DX DNV NN 1D T2 PONY
DNNA WHWN GUN OPWNN IMNY YININ IDOND  INIY NY D) 0N ,VTDPY
DWIIN INT . DY 29D PONY WITP 190 PN ,10 IMX DN PON TUND /WP
MINYIND DAN XD NIONN NI N NNHN LN .IWYNRIN NIRYND MIRNIND 22PNHNN
PONN 2992 7YY NDMNIN NIXPY TINNOKIOND NNT D MININND INY NINNIND
YNODPY DT OV THD DY RY 1,92 IONONIVIdN NINPON NN DY Y00
9752 MIYTIN NI DY NNPN T272 R¥NDNDND NN IN YAIP NNIYRIN NYRYD MININND
NIV 29D, NODIN SNYIAP .HYON NONIA NN YD TINN 7272 NINNND NN
NPRI ,NVOPYA DY IPON MINHIN ,NPNDD MITHIN DY ,1PND NIV 2951 DD
YMIINN PNVONN WOLNN DY GNY 29IV DTN TONNA NYPIANN YT DY NNV
97N TINND T 12 ¥, NNINRD OWITN 7VIPNY NDMNIN NI DY IRYIY SNNONM

STHPON NN PINDY YININ

2702 VINOYW DY WIANND TD DN W TWN DYINDN 190N TN TONN2 NN , 1NN .

MWINPN NN NIN 3720 POV THONM .0¥2IYN 13 P9I DTN NN NIINND MYy Pn”
POUNND 1D DY POURD NPIN ODIDM NYavn” IMImMOdY  MXOPNN 0INN2
MDD NIY...7 BYI) TINRNDD TYNNL IR — I 130 192 YIPNN MR NMIVIVII
DN 2NN HY . POYND NPIN DIDM NYAVN NN PN DN NPINN NN WYIND
N2 )0 N ... 11/78/98 -2 INPYI DY MPYTA ... T¥NNA ANII I /YYPNN MDN)
NN 7...N2WANN NN NPITAY PN NN AP RN VIPRM 1T VNI
IND VIDVN YD NI DY 190N IINAN TYNRNA TYIPRY 190N NN YT
DNPY LIIVYNI DIDID YN 1D INND ONNPN NNNID YINY NI INTIN NN
NOT,NNMTIN DY NI NONNA PN DIVINND TAN YW INTIMD .4/20 — P> IOVUYY
N ,NDON2 POWN VIIVYPN NN NN 5/20 /NDONY VIPAN NIOM DY
SDIMOOND DYV IMDN TN AW PONN T INDXON ONNY DN DONNN
VIDOY DY WIANND MTO NOX NPRID WO P NPND TN WITPNN MINK DYDN32

N2 MM )M PINPNN M YD ,PWYYPRY NN

NPNDN NP D DYIN DX YIDWD NI DY NYITIN NNIND NTD ONN ,NORYN NONWI
S0 YNIWN HVIY TOY YNIMND PR — 2 WHTNY 10101 11X YNPHY I OY INNN
SOV NON ,NPINNN NYPIAN 29N DY HVIN NXIN .PT NIPN2 DNMNPON NOY Y9N DY
VNIV DLV DTV . PTD DITINN 29N P2 PHPOY N IOV 91D NN
NYRI NXIANND NV DNNYON NOY XD NMYNYNI PR ,NPINNN NYPIN 29N DY S0VIN

37

.80

81

.82



INONN 2IND>0) OMNDXITNN ,030I09N DWI

NPNIN NN DIPYO NIAN GUROY N MYHNYNn .00 9D 000 D INMDNY
DRV 19IN2,NP2NHNN NYPN DY SO YNOWN YOIV )NIVNIL NXAND DY 2392 MINNHNN
.MYHYN DY DXY0N NHYA DY DT XN ,NNTIND DN MAD

N2 DRIV S¥THIN PIVN NN NOYA XN DMINON NHYA 2D OXTTINN P2 NPINN PN
NYYA SV NN DY MPINN Y9PON (DY IMN’N 121N XD) YITPN NDN DXY N
MINSIN .INP2 DV NN L)P0 DTIP D) DN MNINND DNYA TNPHNA ,DOIN0N
PO I TN D) LDPIVN OITINN PR NN DI DY — NP2 MM )N DIDIdN
MION 9272 NPSPXIPND DDA NNNY D1 DIV PIY MNXIT DAY NMPON
DNNNIN Y NYOINY ¥ 792 7T NY DYIN NN RYNN 12P0N DY G 90N DY N8N
YO PNY MYNYN NYIT NN L,0N2 MDD MIATN MNNINM IR DINNHNND DY
7252 19N NMN NN YVINTIN NINPIN NNV IDIND ,INTIN NDMID IN INONN

:9IN) 328 Y, 0V 99 HWA9A NN DT PNIYD . JINT IMN NN DY ,0¥ND

205N YN NIAY IN T35 0I0997 IN”
AINV IV IIWPUNA PPV V3998 IPN
YY) ON) IV AUYI ON 1IN INI DYPA
LD DYNNS W0 IN PINAL 2T YINY
SNV SINSINA DN PV YINDI ON NIN
TUNIA 957993 3N UMW UI1IT 09w Sam [...]
INVPYNI PPHANA IOINA STYII95 199IN 19PN
N3 ,24 MY 32 ApDo NoIst AN AIUA
N5 A7V MINVY )7 75N Y5 (5737 305/63
YT w3 vovwAa 13 3 Spaa
7, 0U97 5V 111370039

[MPNPa NN DUYTNN]

.83

DNYOVYN DXI2) MM 29PN NYNWY VaVNN N2 oN»NN British Sugar nvysa .84

9210 Y220 BY TN AXINN SY NN NINNHDN NYIHN 12 NIPNI, PN X9IN DY Yy

:Jacob VoYW AM>D 286 /Y2 75 .AVMN

"Mere evidence of use of a highly
descriptive or laudatory word will not
suffice, without more, to prove that it is
distinctive of one particular trader — is
taken by the public as a badgs of trade
origin. This is all the more so when the
use has been accompanied by what is
undoubtedly a distinctive and well
recognized trade mark."
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£179 DY 99N DT T2 3209 MY

"The issue which remains is whether the
secondary meaning or new significance
must displace the primary non-distinctive
meaning, and to what extent.
These are difficult issues, yet familiar. [...]
Of course, it is a question of fact (and
therefore of degree) whether a particular
sign has acquired sufficient distinctive
character to justify registration under the
provision. /...J

(1) It is not necessary for the secondary
distinctive meaning to displace entirely the
primary descriptive meaning of a sign.
However, when the sign is used in relation
to the goods or services in question, the
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average consumer should understand the
sign to denote origin.

@1...1

(3) The extent to which the secondary
distinctive meaning must displace the
primary descriptive meaning to justify
registration as a trade mark is a question
of degree which will depend upon the
degree of descriptiveness of the sign. The
more descriptive the sign, the greater the
extent to which the primary descriptive
meaning must be displaced. The more
descriptive the sign is, the greater are the
negative (descriptive) qualities of the sign
which must be displaced and overcome by
positive distinctive qualities. Ultimately,
when making this judgment the tribunal is
likely to be influenced by considerations
which were familiar under the old act. To
what extent would registration interfere
with the rights of honest traders? To what
extent does this sign really operate as a
trade mark? To what extent is it thought
necessary to keep this sign free for others
to use? [...]

First, in Bach Flower Remedies, some
observations made by Chadwick L.J. (at
page 535) when applying to the test of the
average consumer, could be interpreted to
mean that the secondary distinctive
meaning must displace the primary
descriptive meaning either completely or
to a very substantial extent: |[...]
If the average consumer is left in doubt as
to the message being conveyed by the sign,
that indicates the sign does not have
sufficient distinctive character to be
registered. /...J

The point goes further, as Jacob J.
explained in Philips: [-..]
"There are degrees of descriptiveness
ranging from the skilful but covert
allusion to the common word for the
goods. On the scale of distinctiveness you
come to a point where a word is so
descriptive that it is incapable of

40



INONN 2IND>0) OMNDXITNN ,030I09N DWI

distinguishing properly, even if it does so
partially. /...J

By contrast, registration of a trade
mark confers an exclusive right - a
monopoly right. The defenses in section 11
only allow a balancing of reasonably
settled that "“honest men should not have
to look for a range of situations which fall
within the infringement provisions, it is
suggested that the applicant must
demonstrate that a secondary distinctive
meaning has displaced the primary
descriptive meaning to a greater extent
than may be required for success in
passing off. /...J

In the case of common or apt descriptive
or laudatory words compelling evidence is
needed to establish this [...] it must be
shown in a case of this sort that the mark
has really become accepted by a
substantial majority of persons as a trade
mark — is or is almost a household word.
[-]

Thus, we return to the issue of what is
sufficient. No mathematical answer can be
given, it is a question of feel. [...]"

2,195 .TIND N2 XON NIRNND NNPN NN YN N9 I THN,PT NIPNA D ORI
NYINY NN NI ,DMIPON NOYA T DY JYOID PIY MYHYN) NYDT NMININD TN
NP NI NN NN ININ .INDN D20 12NN NN NNTI NN DY 152 11770
TN P PON NN INVYNRIN MYHYNN NN MV NMIYHYNRN N9YYNN DX D) 192
T2 5y MY 2NN M92Y NPRIN 2N L(NTI IR )0 DNI 127N TD DN 993 N T RD)
NIV N2 DY 1910110 DIDON NYYIAD MY PITINY NN NN NAONN NINY PRY

IYIXPNYHOINNAD PNIVDIN MM WO NOYA

V0P HY AP0 THIVOOYM NMIYN MORYD MWD 2D NY IWPNL 8D DY Ty
DMYY0N NOYA KA YD DITINN P2 NPIDNN PN :NADN NDON NNMND JNIVHYNI
TOW PNV .NPINN 9PN NNAN L,YIPN NON DXYN NN PIY DY PN nvynd
nYYa DY DONN IWPNN DYNY DINXIIN DY DNPHN DY MYNYNI NNNO ,927TH
DY PIYY DN ORIV NP ITHN PIYn NNY NOYA NN OINY NPT DINDYON
AN 150474 701 INDN 120 DIV NYPA PV 2004 NI 12 DYN SNVONNI

: The monopoly problem ynamow 9791,184 mya Kerly v 11902 10y 701w4
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"[...] The same problem is also faced by
manufacturers who enjoy de facto
monopolies and/or who device new
features of known products: such as
stripes in toothpaste. [...] As Lord Davey
said in The Cellular Clothing Company
Ltd. v. Maxton & Murray [1899] A.C. 326
at 344:

""[...] The evidence of persons who come
forward and say that the name in question
suggests to their minds and is associated
by them with the plaintiff's goods alone is
of a very slender character, for the simple
reason that the plaintiff was the only
maker of the goods during the time that
his monopoly lasted, and therefore there
was nothing to compare with it. [...]
There is in my view a similar obstacle in
the path of a trader who has enjoyed a de
facto monopoly of a product with a
relatively simple feature chosen not as a
badge of origin but on the ground that it
was likely to appeal to the public. The fact
that members of the public now associate
that feature with its product tells one
nothing about what they would think if a
product with a similar feature came upon
the market. /...]"
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